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3.6.3 OBVIOUSNESS – FACTORS INDICATING NON-OBVIOUSNESS

You are also to consider the following factors, any of which, if present in the case,

may indicate the invention was not obvious. 

- the invention achieved commercial success, so long as the commercial success

resulted from the claimed invention, rather than from something else, such as

innovative marketing;

- the invention satisfied a long-felt need;

- others failed in attempting to make the invention;

- others copied the invention;

- the invention achieved unexpected results;

- [Defendant; others in the field] praised the invention; 

- others sought or obtained rights to the patent from the patent holder;

- [experts; persons of ordinary skill in the field of the invention] expressed

surprise at the making of the invention; or

- the inventor proceeded contrary to accepted wisdom.

Committee Comment
1. General authority:  See Graham v. John Deere Co., 383 U.S. 1, 27-28 (1966); KSR

Intern. Co. v. Teleflex, Inc., 127 S. Ct. 1727, 1739 (2007) (citing Graham for “secondary
considerations” that may show nonobviousness.). Ruiz v. A.B. Chance Co., 234 F.3d 654, 667-68
(Fed. Cir. 2000); Brown & Williamson Tobacco Corp. v. Philip Morris Inc., 229 F.3d 1120, 1129-31
(Fed. Cir. 2000); SIBIA Neurosciences, Inc. v. Cadus Pharm. Corp., 225 F.3d 1349, 1356-57 (Fed.
Cir. 2000); In re Dance, 160 F.3d 1339, 1343 (Fed. Cir. 1998); Ryko Mfg. Co. v. Nu-Star, Inc., 950
F.2d 714, 718-19 (Fed. Cir. 1991).

2. This instruction is to be used only if evidence of “secondary considerations” has been
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introduced and should include only those factors that are supported by evidence introduced in the
case.  

3. The objective evidence, such as the commercial success, the licenses, and industry
recognition of the import of the patent, must always be considered when deciding the issue of
obviousness.  Richardson-Vicks Inc. v. Upjohn Co., 122 F.3d 1476, 1483 (Fed. Cir. 1997) (“[A]ll
evidence touching the obvious-nonobvious issue must be considered before a conclusion is reached
on the issue.”); Stratoflex, Inc. v. Aeroquip Corp., 713 F.2d 1530, 1538 (Fed. Cir. 1983).  This is so
because evidence of such secondary considerations “may often be the most probative and cogent
evidence in the record,” Stratoflex, 713 F.2d at 1538, and is “invariably relevant to a determination
under Section 103."  Gambro Lundia AB v. Baxter Healthcare Corp., 110 F.3d 1573, 1579 (Fed. Cir.
1997).

4. Commercial success must be related to a patented feature, and not the result of
something else, such as innovative marketing.  Brown & Williamson Tobacco Corp. v. Philip Morris
Inc., 229 F.3d 1120, 1129-31 (Fed. Cir. 2000); Ryko Mfg. Co. v. Nu-Star, Inc., 950 F.2d 714, 719
(Fed. Cir. 1991).

5. The presence of any of these indications may suggest that the invention was not
obvious.  Ruiz v. A.B. Chance Co., 234 F.3d 654, 662-63, 667-68 (Fed. Cir. 2000); Brown &
Williamson Tobacco Corp. v. Philip Morris Inc., 229 F.3d 1120, 1129-31 (Fed. Cir. 2000).
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3.7 INEQUITABLE CONDUCT

Committee Comment
The Committee did not include a jury instruction regarding inequitable conduct because it

is an issue for the court, not the jury.  See, e.g., Agfa Corp. v. Creo Prods., Inc., 451 F.3d 1366,
1371-72 (Fed. Cir. 2006). 
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4.1 DAMAGES – GENERAL

If you find that Defendant infringed any valid claim of the [’____ Patent], you must

then consider what amount of damages to award to Plaintiff. Plaintiff must prove damages

by a preponderance of the evidence.

I will now instruct you about the measure of damages.  By instructing you on

damages, I am not suggesting which party should win on any issue.  If you find infringement,

you are to award Plaintiff damages adequate to compensate Plaintiff for that infringement.

The damages you award are intended to compensate the patent holder, not to punish the

infringer.

Committee Comments

1. As a general matter, damages must be awarded if there has been a determination of
both infringement and validity.  35 U.S.C. §284 (2006); Dow Chem. Co. v. Mee Indus., Inc., 341
F.3d 1370, 1381-82 (Fed. Cir. 2003); Grain Processing Corp. v. American Maize-Prod. Co., 185
F.3d 1341, 1349 (Fed. Cir. 1999); Rite-Hite Corp. v. Kelley Co., 56 F.3d 1538, 1545 (Fed. Cir. 1995)
(en banc); Del Mar Amonics, Inc. v. Quinton Instr. Co., 835 F.2d 1320, 1326-28 (Fed. Cir. 1987);
Lam Inc. v. Johns-Manville Corp., 718 F.2d 1056, 1065 (Fed. Cir. 1983).

2.  The damage award must be intended to compensate the patent holder, not to punish
the infringer.  Integra Lifesciences I, Ltd. v. Merck KGaA, 331 F.3d 860, 870 (Fed. Cir. 2003).
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4.2 TWO TYPES OF DAMAGES – LOST PROFITS & REASONABLE ROYALTY

There are two types of damages that Plaintiff may be entitled to recover:  lost profits,

or a reasonable royalty.

Lost profits consist of any actual reduction in business profits Plaintiff suffered as a

result of the Defendant’s infringement. A reasonable royalty is defined as the amount a patent

owner and someone wanting to use the patented invention would agree upon as a fee for use

of the invention.  I will describe shortly what Plaintiff must prove to recover both types of

damages.

Plaintiff is entitled to recover no less than a reasonable royalty for each infringing

[sale; fill in other infringing act], even if Plaintiff cannot prove that it suffered lost profits

in connection with that [sale; fill in other infringing act].

Committee Comments
35 U.S.C. § 284 (2006); Rite-Hite Corp. v. Kelley Co., 56 F.3d 1538, 1545-46 (Fed. Cir.

1995) (en banc).
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4.3 LOST PROFITS 

To recover lost profits, Plaintiff must prove three things:

1. A reasonable probability that Plaintiff would have made additional sales of the

patented [product; process] if the Defendant had not infringed.

2. The amount of profit Plaintiff would have made on those sales.  Plaintiff does

not need to prove this amount with precision [, and if there are uncertainties regarding the

specific amount of lost profits, you may resolve those uncertainties against Defendant].

3. Defendant could reasonably foresee the lost profits. 

There are alternative ways for Plaintiff to establish an entitlement to recover lost

profits.  I will discuss these in the following instructions.

Committee Comments

1. Grain Processing Corp. v. American Maize-Prod. Co., 185 F.3d 1341, 1349 (Fed.
Cir. 1999); Rite-Hite Corp. v. Kelley Co., 56 F.3d 1538, 1545 (Fed. Cir. 1995) (en banc).  To
establish a right to lost profits, the plaintiff must “show a reasonable probability that, ‘but for’ the
infringement it would have made the sales that were made by the infringer.”  Rite-Hite, 56 F.3d at
1545.  A patentee is entitled to no less than a reasonable royalty on any infringing sales for which
it cannot prove lost profits.  In such cases, the court is obliged to award such reasonable royalties “as
the award evidence will support.”  Dow Chem. Co. v. Mee Indus., Inc., 341 F.3d 1370, 1382 (Fed.
Cir. 2003).

2. Once a patentee shows causation, “the trial court may resolve doubts underlying the
precise measurement of damages against the infringer.”  Minco, Inc. v. Combusion Engineering, Inc.,
95 F.3d 1109, 1118 (Fed. Cir. 1996).

3. As to the foreseeability element, see Rite-Hite Corp. v. Kelley Co., 56 F.3d at 1546.

4. “A patentee may resort to any method showing, with reasonable probability,
entitlement to lost profits ‘but for’ the infringement.”  Micro Chemical, Inc. v. Lextron, Inc., 318
F.3d 1119, 1122 (Fed. Cir. 2003). 
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4.3.1 LOST PROFITS — PANDUIT TEST

[One way that] Plaintiff may establish that it is reasonably probable that it would have

made additional sales of the patented [product; process] [is] by proving three things:

1. There was a demand for the patented product;

2. There was no acceptable, non-infringing substitute for the patented product;

and

3. Plaintiff was capable of satisfying the demand.

An “acceptable, non-infringing substitute” is a product that has the advantages of the

patented invention that were important to the purchasers of Defendant’s product.  If

purchasers of the Defendant’s product were motivated to purchase that product because of

features that were available only from that product and the Plaintiff’s patented product, then

other products are not acceptable substitutes, even if they otherwise competed with Plaintiff’s

and Defendant’s products.

Committee Comments

1. One way in which a plaintiff can establish a right to lost profits is to satisfy the so-
called Panduit test, which is generally said to require proof of (a) demand, (b) an absence of
acceptable non-infringing substitutes, (c) plaintiff’s possession of sufficient manufacturing and
marketing capacity to satisfy the demand, and (d) the amount of profit the plaintiff would have made.
Panduit Corp. v. Stahlin Bros. Fibre Works, 575 F.2d 1152, 1156 (6  Cir. 1978); Rite-Hite Corp.th

v. Kelley Co., 56 F.3d 1538, 1545 (Fed. Cir. 1995) (en banc).  The committee has dropped the fourth
element from this instruction because that is a requirement for any lost profit award and is covered
more generally in instruction no. 4.5, infra.

2. The Panduit test is one way of proving causation for lost sales, but it is not the
exclusive means of proving causation for lost sales.  Rite-Hite, 56 F.3d at 1548; BIC Leisure
Products, Inc. v. Windsurfing Int’l, 1 F.3d 1214, 1218 (Fed. Cir. 1993); State Indus., Inc. v. Mor-Flo
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Indus., Inc., 883 F.2d 1573, 1577-78 (Fed. Cir. 1989).

3. Proof of “demand” for the product is generally satisfied by showing that there were
significant sales of either the plaintiff’s patented product or by significant sales of the defendant’s
infringing product.  Gyromat Corp. v. Champion Spark Plug Co., 735 F.2d 549, 552 (1984).  Since
one or both of these facts is generally a basic component of most patent cases, the existence of
“demand” is rarely a contested issue at trial.

4. What constitutes an “acceptable, non-infringing substitute” is frequently a hotly
contested issue.  Tate Access Floors, Inc. v. Maxcess Techs., Inc., 222 F.3d 958, 971 (Fed. Cir.
2000); Grain Processing Corp. v. American Maize-Prod. Co., 185 F.3d 1341, 1349 (Fed. Cir. 1999);
Stryker Corp. v. Intermedics Orthopedics, Inc., 96 F.3d 1409, 1417-18 (Fed. Cir. 1996); Zygo Corp.
v. Wyko Corp., 79 F.3d 1563, 1571 (Fed. Cir. 1996) ; Rite-Hite Corp. v. Kelley Co., 56 F.3d 1538,
1548 (Fed. Cir. 1995) (en banc); Standard Haven Prods. Inc. v. Gencor Indus., 953 F.2d 1360, 1373
(Fed. Cir. 1991); Slimfold Mfg. Co. v. Kinkead Indus., Inc., 932 F.2d 1453 (Fed. Cir. 1991); Kaufman
Co. v. Lantech, Inc., 926 F.2d 1136, 1142 (Fed. Cir. 1991); SmithKline Diagnostics, Inc. v. Helena
Labs., Corp., 926 F.2d 1161, 1164 (Fed. Cir. 1991); State Indus., Inc. v. Mor-Flo Indus., Inc., 883
F.2d 1573, 1576-77 (Fed. Cir. 1989).  Whether a product needs to have actually been available on
the market during the period of infringement is unclear.  Compare, Grain Processing, 185 F.3d at
1341 (need not necessarily have been available) with Zygo, 79 F.3d at 1571 (must have been
available).

5. A plaintiff must be able to prove that it had the manufacturing and marketing capacity
to make any lost sales.  Foran Corp. v. General Elec. Co., 107 F.3d 1543, 1553 (Fed. Cir. 1997);
Stryker Corp. v. Intermedics Orthopedics, Inc., 96 F.3d 1409, 1417-18 (Fed. Cir. 1996); Kearns v.
Chrysler Corp., 32 F.3d 1541, 1551 (Fed. Cir. 1994).

6. The burden of proof shifts to the defendant to disprove lost sales once the patent
owner introduces sufficient evidence to satisfy the Panduit test.  Rite-Hite, 56 F.3d at 1545.
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4.3.2 LOST PROFITS — TWO SUPPLIER MARKET

[An alternative way that] Plaintiff may establish that it is reasonably probable that it

would have made additional sales of the patented [product; process] [is] by proving two

things: 

1. Plaintiff and Defendant are the only suppliers for the product in the market; and

2. Plaintiff was capable of making all of the sales made by Defendant.

If Plaintiff proves these things, it is entitled to recover its lost profits on all of the sales

made by Defendant.  

Committee Comments
Where there are only two suppliers in the market for a product, it may be inferred that

plaintiff would have made defendant’s infringing sales, unless the defendant can demonstrate
otherwise.  Kaufman Co. v. Lantech, Inc., 926 F.2d 1136, 1141 (Fed. Cir. 1991); Lam, Inc. v. Johns-
Manville Corp., 718 F.2d 1056, 1065 (Fed. Cir. 1983).
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4.3.3 LOST PROFITS — MARKET SHARE METHOD

 [An alternative way that] Plaintiff may establish that it is reasonably probable that it

would have made additional sales of the patented [product; process] [is] by proving two

things:

1. Plaintiff would have made some portion of Defendant’s infringing sales if

Defendant’s infringing product had not been available; and

2. Plaintiff was capable of making those additional sales.

If Plaintiff proves these things, it is entitled to recover its lost profits on the percentage

of Defendant’s sales that reflects what Plaintiff proves was its share of the market. [You may

reach this conclusion even if acceptable, non-infringing substitute products were available

from others.]  

Committee Comments
Under the “market share” test a patent owner may recover lost profits even though acceptable

non-infringing substitutes are available from others.  State Indus., Inc. v. Mor-Flo Indus., Inc., 883
F.2d 1573, 1578 (Fed. Cir. 1989).  In such cases, the plaintiff is entitled to recover lost profits on a
percentage of defendant’s sales equal to the defendant’s (plus the plaintiff’s) market share, and a
reasonable royalty on the balance of the defendant’s infringing sales.  State Indus., 883 F.2d at 1577-
78; Crystal Semiconductor Corp. v. Tritech Microelectronics, Int’l., 246 F.3d 1336, 1354-56 (Fed.
Cir. 2001).
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4.3.4 LOST PROFITS — COLLATERAL SALES

Plaintiff contends that the patented product is normally sold along with other collateral

products, such as [identify the collateral products].  To recover lost profits for such collateral

sales, Plaintiff must prove two things:

1.  It is reasonably probable that plaintiff would have sold the collateral products

if the defendant had not infringed; and

2.  The collateral products function together with the patented product as a

functional unit.  Plaintiff may not recover lost profits on other products or services that might

be sold along with the patented product for convenience or business advantage, but that are

not functionally part of the patented product.

Committee Comments

1. Permitting a patentee to recover lost profits on items not part of the patented product
requires a careful balancing of the desire to fully compensate the patent holder for all actual damages
on the “entire market value” of a product against the antitrust risk of permitting the patent holder to
interfere with the sale of non-patented items.  This legal test is intended to achieve such a balance.
Aro Mfg. Co. v. Convertible Top Replacement Co., 377 U.S. 476, 507 (1964); Rite-Hite Corp. v.
Kelley Co., 56 F.3d 1538, 1550 (Fed. Cir. 1995) (en banc).

2. The instruction uses the phrase “collateral products” rather than the phrase “convoyed
sales,” in an effort to avoid some of the imprecision that exists in the case law as to exact scope of
the phrase “convoyed products.”  “Convoyed products” is broad enough to include products or
services typically sold with the patented product, whether or not any functional relationship exists
between the patented product and the convoyed product.  The existence of such convoyed sales may
be taken into account in setting a reasonable royalty rate, whether or not any functional relationship
exists between the two.  Rite-Hite Corp. v. Kelley Co., 56 F.3d 1538, 1554 (Fed. Cir. 1995) (en
banc); Georgia-Pacific Corp. v. United States Plywood Corp., 318 F. Supp. 1116, 1120 (S.D.N.Y.
1970) (factor no. 6).  However, lost profits may only be recovered on the subset of convoyed
products for which a functional relationship exists, which this instruction denominates “collateral
products.”  Rite-Hite, 56 F.3d at 1549-1550.  See further, Juicy Whip, Inc. v. Orange Bang, Inc., 382
F.3d 1367, 1371-1373 (Fed. Cir. 2004) (permitting recovery of lost sales of syrup collateral to sale
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of a patented juice dispenser).
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4.3.5 LOST PROFITS — PRICE EROSION / COST INCREASES

Plaintiff [also] contends that it lost profits [because it had to charge lower prices for

its products because of Defendant’s infringement] [[and;or]  [because it incurred increased

costs because of Defendant’s infringement].  To be recoverable, any such lost profits must

have been reasonably foreseeable to Defendant.

If Plaintiff proves this, it is entitled to recover the profits it lost as a result of its

[lowered prices;  increased costs], in addition to any profits it lost due to sales it did not make

because of Defendant’s infringement.

Committee Comments

1. This instruction should be utilized only in those cases where plaintiff’s lost profits
damage claim includes claims based upon price erosion and/or cost increases.  If only one of those
types of claims is being asserted, the instruction should be appropriately simplified by deleting
references to the other type of claim.

2. To prove price erosion for the sales it made (or would have made) during the
infringement period, a patent owner must show that it would have been able to charge higher prices,
but for the defendant’s infringing acts.  Crystal Semiconductor Corp. v. Tritech Microelectronics
Int’l, Inc., 246 F.3d 1336, 1357-60 (Fed. Cir. 2001); Fiskars, Inc. v. Hunt Mfg. Co., 221 F.3d 1318,
1324-25 (Fed. Cir. 2000); Minco, Inc. v. Combustion Engineering, Inc., 95 F.3d 1109, 1120 (Fed.
Cir. 1996).
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4.3.6 LOST PROFITS — AMOUNT

If you conclude that Plaintiff has proved that it lost profits because of Defendant’s

infringement, the lost profits that you award should be the amount that Plaintiff would have

made on any sales that Plaintiff lost because of the infringement, minus the additional costs

that Plaintiff would have incurred in making those sales [, plus the amount by which

Plaintiff’s profits on its own sales were decreased as a result of reduced prices or increased

costs caused by Defendant’s infringement].

Plaintiff is required to prove the amount of its lost profits to a reasonable probability

and may not recover amounts that are speculative.  However, mathematical certainty is not

required[, and if the reason Plaintiff has difficulty proving the amount of its lost profits is that

Defendant did not maintain adequate records, then you should resolve any doubts as to the

amount of lost profits in Plaintiff’s favor.]

Committee Comments

1. The bracketed language in the first paragraph of this instruction should only be
included in cases where the plaintiff’s lost profit claim includes a claim based on price erosion
and/or increased costs.

2. The proper measure of recovery is any net profits lost by plaintiff as a result of
defendant’s infringing acts.  Plaintiff’s fixed costs are generally ignored in determining those
incremental profits.  Paper Converting Mach. Co. v. Magna-Graphics Co., 745 F.2d 11, 22 (Fed.
Cir. 1984).

3. Plaintiff must prove the amount of its lost profits by a reasonable probability.  Grain
Processing Corp. v. Am-Maize Products Co., 185 F.3d 1341, 1349-50 (Fed. Cir. 1999); Rite-Hite
Corp. v. Kelley Co., 56 F.3d 1538, 1545 (Fed. Cir. 1995) (en banc).  Mathematical certainty is not
required.  Del Mar Amonics, Inc. v. Quinton Instrument Co., 836 F.2d 1320, 1327 (Fed. Cir. 1987);
Lam, Inc. v. Johns-Manville Corp., 718 F.2d 1056, 1065 (Fed. Cir. 1983).  However, the amount of
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lost profits cannot be based on mere speculation.  Oiness v. Walgreen Co., 88 F.3d 1025, 1030-31
(Fed. Cir. 1996).

4. Doubts resulting from defendant’s failure to retain appropriate records are to be
resolved in the plaintiff’s favor.  Lam, 718 F.2d at 1066; Ryco Inc. v. Ag-Bag Corp., 857 F.2d 1418,
1428 (Fed. Cir. 1988).
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4.4 REASONABLE ROYALTY 

Plaintiff seeks to recover a reasonable royalty.

[Plaintiff is entitled to recover a reasonable royalty for any of Defendant’s infringing

sales for which Plaintiff did not prove lost profits.]

A royalty is a payment made to the owner of a patent by someone else so that he can

[make; use; sell; import] the patented invention.  A “reasonable royalty” is the amount

Plaintiff and Defendant would have agreed upon as a royalty at the time Defendant’s

infringing sales first began.

In determining a reasonable royalty, you should assume that Plaintiff would have been

willing to allow Defendant to [make; use; sell; import] the patented invention and that

Defendant would have been willing to pay Plaintiff to do so.  You should take into account

what Plaintiff’s and Defendants’ expectations would have been if they had negotiated a

royalty and had acted reasonably in their negotiations.  You should assume that both Plaintiff

and Defendant would have believed that Plaintiff’s patent was valid and infringed and that

they would have known the level of sales and profits that Defendant would make from the

invention.  You should also assume that Defendant would have been willing to pay, and

Plaintiff would have been willing to accept, the reasonable royalty they negotiated.  Your role

is to determine what Plaintiff and Defendant would have agreed upon if they had negotiated

in this manner, not just what either Plaintiff or Defendant would have preferred.

In determining a reasonable royalty, you may consider the following factors, in
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addition to any others that are shown by the evidence:

- Royalties that others paid to Plaintiff for the patented invention;

- Royalties that Defendant paid to others for comparable patents;

- Whether Plaintiff had a policy of licensing or not licensing the patents;

- Whether Plaintiff and Defendant are competitors;

- Whether use of the patented invention helps to make sales of other products

or services;

- Whether the product made using the patent is commercially successful, as well

as its profitability;

- The advantages of using the patented invention over products not covered by

the patent;

- The extent of Defendant’s use of the patented invention and the value of that

use to Defendant;

- Any royalty amounts that are customary for similar or comparable patented

inventions;

- The portion of the profit on sales that is due to the patented invention, as

opposed to other factors, such as unpatented elements or processes, features, or

improvements developed by Defendant;

- Expert opinions regarding what would be a reasonable royalty.
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Committee Comment

1. This instruction is adapted from Northern District of California Model Patent
Instructions 5.6 and 5.7.  See also 35 U.S.C. 284; Crystal Semiconductor Corp. v. Tritech
Microelectronics Int’l, Inc., 246 F.3d 1336 (Fed. Cir. 2001); Fromson v. Western Litho Plate &
Supply Co., 853 F.2d 1568, 1574 (Fed. Cir. 1998); Minco, Inc. v. Combustion Eng’g, Inc., 95 F.3d
1109, 1119-20 (Fed. Cir. 1996); Mahurkar v. C.R. Bard, Inc., 79 F.3d 1572, 1579 (Fed. Cir. 1996);
Golight, Inc., v. Wal-Mart Stores, Inc., 355 F.3d 1327, 1338 (Fed. Cir. 2004); Maxwell v. Baker, Inc.,
86 F.3d 1098, 1108-10 (Fed. Cir. 1996); Mahurkar v. C.R. Bard, Inc., 79 F.3d 1572, 1579-81 (Fed.
Cir. 1996); Rite-Hite Corp. v. Kelley Co., 56 F.3d 1538, 1554 (Fed. Cir. 1995) (en banc).

2. The factors to be considered originated in Georgia-Pacific Corp. v. United States
Plywood Corp., 318 F. Supp. 1116, 1120 (S.D.N.Y. 1970).  If the Georgia-Pacific factors are
provided to the jury, it is the Committee’s view that all factors should be set out and not simply those
for which the parties presented affirmative evidence.  Typically, patent damages experts will review
each of the Georgia-Pacific factors and testify as to whether each factor supports a higher royalty
rate, a lower rate or is neutral.  The Court should be sensitive not to highlight one or more of the
factors in the instructions, to avoid any implication that the Court has endorsed certain of the
evidence.
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4.5 SINGLE RECOVERY FOR EACH INFRINGING ACT

Plaintiff is entitled to only one recovery of damages for each of Defendant’s

infringing acts, regardless of the number of patents or patent claims infringed by that act.

Committee Comment

The court and the parties must ensure that the jury does not duplicate damages if several
patents are infringed by the same accused product or process.  35 U.S.C. §287; Crystal
Semiconductor Corp. v. Tritech Microelectronics Int’l., Inc., 246 F.3d 1336 (Fed. Cir. 2001); Nike
Inc. v. Wal-Mart Stores, 138 F.3d 1437, 1443-44 (Fed. Cir. 1998); Maxwell v. Baker, Inc., 86 F.3d
1098, 1008-09 (Fed. Cir. 1996); American Med. Sys. v. Medical Eng’g Corp., 6 F.3d 1523, 1534
(Fed. Cir. 1993); Devices for Med., Inc. v. Boehl, 822 F.2d 1062, 1066 (Fed. Cir. 1987).

This instruction is intended to address only the infringement of multiple patents by the same
product or process.  If multiple products or processes are accused of infringing multiple patents, the
instruction must be revised to permit recovery for multiple infringements.
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4.6 REQUIREMENT OF NOTICE (CLAIMS INVOLVING PRODUCTS)

Plaintiff can recover damages only for infringement that occurred after Plaintiff gave

notice of its patent rights.  Plaintiff must prove by a preponderance of the evidence that it

gave notice.

There are two ways a patent holder can give notice of its patent rights.

The first way is to give notice to the public in general, by placing the word “patent”

or the abbreviation “PAT.” with the number of the patent on substantially all the products it

sold that included the patented invention. [Anyone that Plaintiff licensed to use the patented

invention must also mark in the same manner substantially all of its products that include the

patented invention.]  This type of notice is effective from the date Plaintiff [and its licensees]

began to mark in this manner substantially all of [its; their] products that included the

patented invention.

The second way to give notice of patent rights is by directly informing Defendant that

it is infringing a particular patent and identifying the infringing product.  This type of notice

is effective from the time it is given.

If Plaintiff did not give notice in either of these ways before filing this lawsuit, then

Plaintiff can recover damages only for infringement that occurred after it filed the lawsuit,

on [date.]

Committee Comment

1. 35 U.S.C. §287(a), the patent marking statute, states:
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“Patentees, and persons making, offering for sale, or selling within the United States
any patented article for or under them, or importing any patented article into the
United States, may give notice to the public that the same is patented, either by fixing
thereon the word “patent” or the abbreviation “pat.”, together with the number of the
patent, or when, from the character of the article, this can not be done, by fixing to
it, or to the package wherein one or more of them is contained, a label containing a
like notice.  In the event of failure so to mark, no damages shall be recovered by the
patentee in any action for infringement, except on proof that the infringer was
notified of the infringement and continued to infringe thereafter, in which event
damages may be recovered only for infringement occurring after such notice.  Filing
of an action for infringement shall constitute such notice.”

2. This instruction (based on a Model ABA Instruction) should be used where patents
containing product claims (as opposed to method or process claims) are being asserted and the patent
owner or its licensees are producing a tangible product that can be marked.  Am. Med. Systems, Inc.
v. Med. Eng’g Corp., 6 F.3d 1523, 1538-39 (Fed. Cir. 1993).  When a patent contains both product
and process claims, and there is a tangible item that can be marked, a patent owner must comply with
§287(a) if both the product and process claims are asserted.  Id. at 1538; see also Devices for Med.
Inc. v. Boehl, 822 F.2d 1062, 1066 (Fed. Cir. 1987).  It is unclear, however, whether a patentee can
avoid the requirements of §287(a) by only asserting the process claims.  Compare Boehl, 822 F.2d
at 1066, with Hanson v. Alpine Valley Ski Area, Inc., 718 F.2d 1075, 1083 (Fed. Cir. 1983) and
Loral Fairchild Corp. v. Victor Co. of Japan, Ltd., 906 F. Supp. 813, 817 (E.D.N.Y. 1995).

3. Actual notice requires “the affirmative communication of a specific charge of
infringement by a specific accused product or device.”  Omstead Indus. Inc. v. Buckeye Steel
Castings Co., 24 F.3d 178, 187 (Fed. Cir. 1994); Lans v. Digital Equipment Corp., 252 F.3d 1320,
1327-28 (Fed. Cir. 2001).  However, the charge of infringement may be “qualified”.  Gart v.
Logitech, Inc., 254 F.3d 1334, 1346 (Fed. Cir. 2001).

4. If there are licensees of the patent, the requirement of notice applies to the patent
holder and all licensees.  In such a case, the bracketed language in the third paragraph should be
used.

5. Damages may begin to run from the date of publication of the patent application. See
35 U.S.C. § 154(d).  In such cases, this instruction will require substantial modification. 



84

4.7 TOTALING THE DAMAGE AWARD

Any amounts that you award for lost profits and for reasonable royalties should be set

out separately on the verdict form that I will give you.

Committee Comments

1. Requiring the jury to separately identify the amounts awarded for lost profits and
reasonable royalties make review of the damage award in connection with JMOL’s and appeals
easier.

2. This instruction should be coordinated with any additional instructions provided by
the court regarding the method to be following in filling out the particular verdict form that the court
decides to use.




